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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's rejection of clains 10-20, which constitute
all the clains remaining in the application.

The clained invention pertains to a nmethod for handling
requests on a network between several client nodes and at | east a
pair of control point nodes. At any point in time, one control
poi nt node acts as the primary control point node while the other
control point node acts as an alternate control point node.

Representative claim 10 is reproduced as foll ows:

10. In a network having a client node and a pair of control
poi nt nodes operable as servers to the client node, each control
poi nt node functioning as either a primary control point node or
an alternate control point node, a nethod for establishing one of
the control point nodes as a primary control point node to the
client node, conprising the steps of:

(a) interrogating each control point node fromthe client node to
determne its status as a primary or alternate control point
node; and

(b) at each control point node, in response to being interrogated
by the client node:

(1) if the node is a primary control point node, advising the
client node of the status of the control point node as a primary
control point node;

(2) if the node is an alternate control point node, interrogating
the other control point node for information regarding its status
as a primary or alternate control point node;

(3) in response to the receipt of status information indicating
that the other control point node is a primary control point

node, advising the client node of the status of the interrogating
control point node as an alternate control point node, otherw se,
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changing the status of the interrogating node to that of a
primary control point node.

The exam ner relies on the follow ng references:
Literati et al. (Literati) 4,939, 752 July 03, 1990
Near et al. (Near) 5, 068, 877 Nov. 26, 1991

(filed Apr. 02, 1990)

Clains 10-20 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Near in view of
Literati.

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the brief and the answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the evi dence
of obviousness relied upon by the exam ner as support for the
rejection. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, the appellants’
argunents set forth in the brief along with the examner's
rationale in support of the rejection and argunments in rebuttal
set forth in the exam ner's answer.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
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ordinary skill in the art the obviousness of the invention as set
forth in clainms 10-20. Accordingly, we reverse.
Appel I ants have indicated that for purposes of this

appeal the claims will stand or fall together in the follow ng

three groups: Goup | has clains 10-12, Goup Il has clainms 13-
16, and Group IIl has clains 17-20. Consistent with this

i ndi cation appell ants have nmade no separate argunents with
respect to any of the clains within each group. Accordingly, al
the clains within each group wll stand or fall together. Note
In re King, 801 F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. G
1986); In re Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed.

Cir. 1983). Accordingly, we will only consider the rejection
agai nst clains 10, 13 and 17 as representative of all the clains
on appeal .

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine, 837

F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in Gahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
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having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive
at the clained invention. Such reason nust stem from sone

t eachi ng, suggestion or inplication in the prior art as a whole
or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438

(Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc.

v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ

657, 664 (Fed. Cir. 1985), cert. denied, 475 U. S. 1017 (1986);

ACS Hospital Systens, Inc. v. Montefiore Hospital, 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These showi ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prinma facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. CGr.
1992) .

Wth respect to claim10, the key recitations reside in
clauses (b)(2) and (b)(3). Appellants argue that “neither
ref erence suggests having an alternate node, upon being queried,
first determning the existence of a primary node in the system

before reporting back its status as an alternate node, nor do
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t hey suggest having the alternate node upgrade its status to that
of a primary node upon failing to determ ne the existence of such
a primary node” [brief, pages 10-11]. The exam ner does not
respond to this argunment directly, but instead, argues that the
invention of clainms 10-12 is suggested by the applied prior art
because the primary master node in Literati checks with other
nodes through the transfer of timng priority nunbers (TPNs), and
t he checking and increnentation of the TPNs clearly teaches the
checking of the status of each node [answer, page 6]. Although
it is not clear if any of the examner’s statenments regarding the
teachings of the applied prior art are incorrect, it is clear
that the examner’s rejection fails to address the specific
recitations of claim 10 and whether the differences asserted by
appel l ants woul d have been obvious to the artisan in view of this
prior art.

As pointed out by appellants, the nmethod of claim10
specifically recites an alternate control point node which
interrogates other control point nodes and updates its own status
to a primary control point node when it does not find a primary
control point node anong the other control point nodes. The
exam ner apparently views the “client” nodes of Near and Literati

as interrogating each of the control point nodes, and the



Appeal No. 94-4400
Application 07/771, 063

“control” nodes of Literati as interrogating each other because,
in both cases, all the nodes |earn of each other’s status by way
of the TPNs. Although we agree that the control point nodes in
the applied prior art learn of the status of other control point
nodes by way of derived information, we cannot agree that the
interrogations as recited in claim10 are suggested by Near or
Literati. |In our view, the step of interrogating requires sonme
formof official or formal request to be nade fromone elenent to
another. The nere power to deduce what is going on within the
network does not constitute an interrogation as disclosed and

cl ai med.

There is no question that the nodes in Near and Literati
directly communicate only with nodes that are connectable by a
single link. That is, node Gdirectly communicates with both
second master node H and third master node E whereas node F does
not directly communi cate with any of the three master nodes [see
FIG 2 of Literati]. None of the master nodes directly
communi cate with any other master node. In our view, the fact
that any node in Literati can be traced to any other node by an
appropriate selection of |inks does not inply that an
i nterrogation occurs between those |inks. For exanple, second

master node Hin Literati derives informati on about the status of



Appeal No. 94-4400
Application 07/771, 063

first master node A fromthe information sent al ong the sequence
of links nunbered 201, 202, 205, 208 and 209. Although the
information received on Iink 209 contains information about first
master link A the information is sent without any interrogation
by the other control nodes. W see a basic difference between a
node sending information about its condition at all tinmes and a
node being specifically interrogated by a different specific node
to report its status as a primary or alternate control node.

As an anal ogous exanple of this point, suppose that
person A comruni cates information to person B, and person B

passes this information on to person C. Although person C

becones aware of the information that person A told person B
person C never interrogated person Ato get this information.
The information was derived by a totally separate channel.
Likewse in the applied prior art, information contained on any
one link may contain information that was present on other |inks
but such informati on was not obtained by an interrogation of
Iinks not directly connect ed.

Al though this distinction may seemtrivial to sone, it
forms the crux of appellants’ arguments regarding the

patentability of claim10. W are not wlling to interpret claim
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10 in a manner which would relieve the exam ner of the burden of
expl aining why this distinction between the cl ainmed invention and
the applied prior art would have been obvious to the artisan. W
view the distinction as pointed out by appellants to be real and
wort hy of an appropriate analysis within the nmeaning of Section
103. Since the exam ner basically has not treated this
distinction as a difference between the clainmed invention and the
applied prior art at all, we conclude that the applied prior art
and the anal ysis provide by the examner fail to establish a

prima facie case of the obviousness of claim10. Therefore, we

do not sustain the rejection of clains 10-12.

Wth respect to claim13, the key recitations reside in
clause (b)(2). Appellants argue that the nmethod of claim13
precl udes a higher priority node fromtaking control away froma
node that already properly has the primary status. Appellants
argue that the schene in Literati always transfers control back
to a higher priority control node whenever it is brought back on
line, and thus Literati actually teaches away fromthe clained
invention [brief, pages 11-12]. The exam ner explains the

operation of the priority schene in Literati but does not
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directly address the point made by appellants [answer, pages 6-
8. W are of the viewthat the applied prior art does not
performthe nmethod recited in claim 13 and does not provide any
suggestion for the inplenentation of the nethod of claim13.

Claim13 recites that “if the priority of the

o

transmtting node is higher than that of the receiving node an

the receiving node is not already a primary node, establishing

the receiving node as an alternate node..., otherw se,

establishing the receiving node as a prinmary node” [underlining

added for enphasis]. Thus claim13 recites that a node not
havi ng higher priority would continue as the primary node as | ong
as it obtained the prinmary node status at sone point. Thus, a
request froma higher priority node for control would be ignored

by a

| ower priority node that already has control. The applied prior
art cannot achieve this operation because the applied prior art
is designed to always allow the node with highest priority to
t ake control whenever such a node cones on |ine.

The exam ner has not explained why this distinction
bet ween the invention of claim13 and the applied prior art would

have been obvious to the artisan. As we noted above, although
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this distinction may seemtrivial to sone, it fornms the crux of
appel l ants’ argunents regarding the patentability of claim 13.

Since the exam ner again has not treated this distinction as a
di fference between the clained invention and the applied prior

art at all, we conclude that the applied prior art and the

anal ysis provide by the examner fail to establish a prim facie

case of the obviousness of claim13. Therefore, we do not
sustain the rejection of clains 13-16.

Since clains 17-20 depend fromclaim 13 and include al
the limtations of claim 13, the rejection as applied by the
exam ner against these clains also fails for the sane reasons
di scussed above with respect to claim13. Therefore, we do not

sustain the rejection of clains 17-20.

In summary, we have not sustained the exam ner’s
rejection against any of the clains. Accordingly, the decision
of the exam ner rejecting clainms 10-20 under 35 U.S.C. 8 103 is
reversed

REVERSED
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